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e Learn best practices and strategies for ex parte
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e Hear critical perspectives from District Court Judges,
USPTO officials and corporate counsel

e Earn ethics credit!
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Reissue and Reexamination

Strategies and Tactics
with Concurrent Litigation

San Francisco, January 11-12, 2010

Live Webcast, January 11-12, 2010 — www.pli.edu
New York City, February 11-12, 2010

Chicago, March 11-12, 2010

Why You Should Attend

The substantial costs and uncertainty of patent litigation require the development of alternative case
management strategies. With the emergence of contingency-based patent litigation and the proliferation
of non-practicing entities or “trolls,” patent reexamination, in many cases, is a cost-effective strategy for
defendants seeking to derail a litigation or limit damage exposure. For example, an early filing of a
reexamination may enhance the prospects of staying any related litigation. An active reexamination may
facilitate settlement on terms favorable to the third party, create intervening rights, or provide new
non-infringement and/or estoppel theories. Similarly, patent owners may leverage reexamination or
reissue to inoculate patents from third-party attacks and/or to strengthen their patent portfolio in
anticipation of litigation. This program provides comprehensive coverage of reissue and reexamination
strategies and tactics with concurrent litigation. The program is taught by a faculty of judges, lawyers,
and industry leaders who have earned national reputations in patent litigation and in post-grant
proceedings at the USPTO.

What You Will Learn

* Best practices and strategic considerations for ex parte and inter partes reexamination from the
perspectives of both third parties and patent owners

* Key considerations impacting the selection of ex parte or inter partes reexamination as an alleged
infringer or potential infringer

* The benefits of a patent owner initiated ex parte reexamination
» Strategic use of reissue practice and merged proceedings as a defensive tactic
* Insight into the organization, operation and procedures of the USPTO's Central Reexamination Unit

* Ethical considerations impacting reissue and reexamination proceedings with (or without)
concurrent litigation

* The current state of reexamination concurrent with litigation including:
- empirical studies
- a view from the bench

* The role of reexamination as component of a litigation strategy

Who Should Attend

Patent owners and investors involved in patent litigation or considering the initiation of patent litigation;
corporate counsel responsible for managing a patent portfolio and responding to third party inquiries;
patent litigators advising clients in disputes that involve or may lead to litigation; and patent
professionals representing others before the USPTO in the areas of reexamination and reissue.

Reserve your place today, call (800) 260-4PLI.
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PROGRAM SCHEDULE

DAY ONE: 9:00 A.M. - 5:00 P.M.

Morning Session: 9:00 a.m. — 12:30 p.m.

9:00 Program Overview

SF & WEB: Stephen G. Kunin,
Leonard Richard Svensson

NYC: Stephen G. Kunin, Gerald M. Murphy, Jr.
CHI: W. Todd Baker, Leonard Richard Svensson

9:15 Offensive/Defensive use of Ex Parte

Reexamination

Effective use of ex parte reexamination is explained,
including defensive and offensive tactics. Use and non-
use by patent owners and third parties are explored in
conjunction with concurrent/anticipated litigation.
Guidance is provided on how to structure an effective
request for reexamination, including establishing a
substantial new question of patentability in view of
evolving PTO standards, and differences in claim
interpretation doctrines. Prosecution strategies are
described with a purview of avoiding, where
practicable, the cancellation or amendment of claims
leading to intervening rights. The tactical use of serial
ex parte reexamination requests is presented from the
perspective of a third party requester.

SF, NYC, CHI & WEB: Gina N. Shishima

DAY TWO: 9:00 A.M. - 5:00 P.M.

Morning Session: 9:00 a.m. — 12:15 p.m.

9:00 Inside the Central Reexamination
Unit of the USPTO

The organizational structure, staffing and operating
procedures of the CRU will be described. The most
recent reexamination statistics will be explained. How
the various types of petitions in reexamination
proceedings are handled by the CRU is discussed. Hot
topics in reexamination are explored, including
initiatives to reduce reexamination pendency, dealing
with disclosure of information governed by protective
orders, proper identification of the real party interest
and compliance with the duty of disclosure. How the
CRU applies the SNQ standard is reviewed in relation to
issues of cumulativeness and consideration of
previously considered prior art shed in a new light.

SE NYC, CHI & WEB: Robert J. Spar

10:00 Ethical Considerations of Reissue,
Ex Parte and Inter Partes Reexamination

Proceedings

This session will discuss the advantages and
disadvantages of reissue versus reexamination
proceedings, where issues of inequitable conduct exist
or are likely to occur. The ethical considerations with
respect to reissue and reexamination proceedings are
examined, with particular emphasis on the tension
between an attorney's obligation to vigorously
represent his/her client and the obligation to disclose

10:15 Inter Partes Reexamination

Overview

Emerging use of inter partes reexamination is explained,
including use of expert declarations, petitions and
appeals. Timelines, estoppel concerns and procedural
differences with ex parte reexamination will be
discussed. Use and non-use by third parties are
explored in contrast to ex parte advantages and
concurrent litigation. The challenges of claim
construction, patentee admissions and burden of proof
are presented from both patent owner and third party
perspectives. Prosecution strategies are described
taking into account the risks of estoppel and
intervening rights.

SE NYC & WEB: Stephen G. Kunin
CHI: W. Todd Baker

11:15 Networking Break

11:30 Mechanics of an Inter Partes

Reexamination Proceeding

Formalities of an inter partes reexamination proceeding
are explained, including how to demonstrate a
substantial new question of patentability and the criteria
used by the CRU for ordering inter partes reexamination.
How prosecution is conducted and timelines for taking
action will be described including the chronology of

material information to the USPTO. This lecture will also
discuss what types of information should be disclosed
to the USPTO when there is actual or contemplated
litigation involving the same or related patents where
there are possibly thousands of litigation related
documents of potential relevance. The lecture will
explore options as to how an attorney should proceed
where he/she is in possession of confidential
information that could be material to prosecution.
Practical suggestions will be given regarding how to
avoid overloading an Examiner with information, which
could lead to a charge of “burying” material information.
A discussion on the duty of disclosing concurrent
proceedings will be provided. Finally, there will be an
explanation as to what meets the “real party in
interest” requirement for inter partes reexamination.

SF & WEB: Lorie Ann Morgan
NYC: Mary Ann Capria
CHI: Thomas E. Spahn

11:00 Networking Break

11:15 Issues/Considerations Associated
with Concurrent Reexamination:

A Litigator's Perspective

When should a request for reexamination be filed?
Should you file the reexamination request before a
lawsuit, after the trial begins, at the end of the trial or
after the trial? Should an ex parte or inter partes request
be filed? How can admissions obtained in litigation be



Please plan to arrive with enough time to register before the conference begins.
A continental breakfast will be available upon your arrival.

typical transactions. Formalities and some strategies
arising later in prosecution are explained, including how
to prepare an effective amendment/response to the first
office action; responding to the ACP and Right of
Appeal Notice; use of Rule 181, 182 and 183 petitions
to protect your client’s rights; when to file a Notice of
Appeal and Notice of Cross-Appeal. Strategies for
dealing with reopening prosecution are taught.

SF & WEB: Gerald M. Murphy, Jr.,
Leonard Richard Svensson

NYC: Gerald M. Murphy, Jr., Eugene T Perez
CHI: Eugene T. Perez, Leonard Richard Svensson

12:30 Lunch Break
Afternoon Session: 1:45 p.m. — 5:00 p.m.

1:45 Inter Partes Reexamination:

Case Studies

A small number of case studies will be presented which
illustrate how to navigate the vagaries of procedures
used by the PTO in inter partes reexaminations. The
case studies will be presented with a view to helping
practitioners avoid mistakes such as improper
paperwork for initial filing requirements and untimely
submission of claim amendments and/or evidence.

Proper and improper use of petitions and reopening
prosecution will also be discussed.

SF & WEB: Gerald M. Murphy, Jr.,
Leonard Richard Svensson

NYC: Gerald M. Murphy, Jr, Eugene T Perez
CHI: Eugene T. Perez, Leonard Richard Svensson

2:45 Strategic Use of Merger in Post
Grant Proceedings (Reissue, Ex Parte

and /nter Partes Reexamination)

A primer on reissue practice is provided, including the
various bases for seeking reissue to correct a granted
patent as contrasted to reexamination. The law of
broadened and narrowing reissues and the recapture
doctrine will be explored. Tactical advantages such as
the availability of Requests for Continued Examination
and timing of reissue by the patent owner to force
merger during ex parte or inter partes reexamination
proceedings are explained. Risks associated with a
merged reissue are discussed such as 101/112
concerns and subjecting all original patent claims to
examination by the general examining corp.

SFE NYC & WEB: Scott A. McKeown
CHI: Vincent K. Shier

effectively used in reexamination proceedings? Can you
seek attorney’s fees or sanctions against the patent
owner who continues to assert patent claims in
litigation that have been cancelled or amended in
concurrent reexamination proceedings? When do
amendments and cancelled claims come into effect?
How do absolute and equitable intervening rights affect
the concurrent litigation? \What are the estoppel and
injunction risks to the third party in litigation who is
unsuccessful in challenging a patent through
reexamination? How can reexamination proceedings be
used by a third party to bolster an inequitable conduct
defense in litigation?

SE NYC & WEB: Jackie N. Nakamura
CHI: Mark L. Whitaker

12:15 Lunch Break
Afternoon Session: 1:45 p.m. — 5:00 p.m.

1:45 Reexamination Concurrent with

Litigation: Several Short Case Studies

A case study of concurrent litigation and inter partes
reexamination: Callaway v. Acushnet (Titleist) for the
“ProVI” golf balls. An explanation of the initiation of
patent infringement in district court by the patent
owner, and simultaneous initiation of reexamination in
the PTO by the accused infringer is presented.
Highlights of the differences in presumption of validity,
burden of proof and claim interpretation in these
proceedings will be explained from a legal and strategic

perspective. Also provided are the current results in the
litigation and in the inter partes reexamination
proceedings. Some reexamination statistics regarding
success and pendency will be presented.

SF & WEB: Matthew Blischak
NYC: Jason Lief
CHI: Mark R. Buscher

2:45 Judges’ Panel: A View from

the Bench

This panel discussion will include a short presentation
from one or more judges regarding how they view
concurrent administrative proceedings in the USPTO
when handling their cases. A District Court Judge and
an Administrative Patent Judge (APJ) will be invited to
participate on the panel. The District Court Judge will
be asked to comment on what he/she takes into
consideration when considering a motion for stay of the
district court proceedings and how he/she views the
admissibility of evidence regarding PTO proceedings in
the event the district court case goes to trial. The APJ
will be asked to comment on how much weight is given
by the Board of Appeals to any claim construction,
rulings, findings, evidence or judgments made by a
district court or the International Trade Commission.

SF & WEB: Hon. Lee Yeakel, Additional Judge
TBA

NYC: Hon. Avern Cohn, Hon. Pauline Newman
CHI: Hon. Rebecca R. Pallmeyer, Hon. Lee Yeakel



3:45 Networking Break

4:00 Reexamination Trends Within the

PTO and District Courts

An analysis of recent trends in the filing of
reexamination requests where the patents subject to
reexamination have been asserted in an infringement
action will be provided. In particular, the timing of the
reexamination requests and the stage of their
proceedings in relation to parallel enforcement activities
in district courts or the International Trade Commission
will be explained in relation to the prospects of
obtaining stays of the litigation pending the outcome of
the reexamination proceedings. Indications of which
district courts favor or disfavor granting stays will be
proffered in relation to the type of reexamination
proceeding initiated, whether patent claims have been
rejected, cancelled or amended in the reexamination
proceedings and the stage of the litigation.

SE NYC, CHI & WEB: Scott P McBride
5:00 Adjourn

3:45 Networking Break

4:00 Reexamination Strategies:

A Corporate Perspective

Corporate leaders will share their view on initial
strategic considerations needed for deciding whether to
proceed with reexamination requests, including burden
of proof in the PTO versus court; concerns of estoppel
(applicable to inter partes reexamination); discovery;
costs of reexamination versus litigation; use of a patent
examiner versus a judge/jury; creating absolute or
equitable intervening rights. Other strategic
considerations will be explored, including using
reexamination to suspend litigation; concurrent litigation
issues including duty to disclose; using evidence and
arguments in reexamination for litigation.

SF & WEB: Matthew Blischak
NYC: Mary Ann Capria
CHI: Mark R. Buscher

5:00 Adjourn

Watch and Listen to the Live Webcast

at www.pli.edu

A simultaneous live online broadcast of the San Francisco
session of this program is available for individual viewing
from your computer on www.pli.edu. \Webcast participants
will receive streaming audio/video instantaneously from the
live program, can view and/or print the Course Handbook,
and submit questions electronically. Get “real-time”
education right from your PC!

To register for the \Webcast, visit www.pli.edu and click
Webcasts and select the Reissue and Reexamination
Strategies and Tactics with Concurrent Litigation \Webcast to
purchase the program. Please register before the first day
of the program to allow time to test your system. If you
have any questions whatsoever please call PLI's Customer
Relations Department at (800) 260-4PLI.

PLI can arrange group viewing in your firm by
broadcasting live to your conference room. Plus,
receive a discount on purchases of the corresponding
Course Handbook. Contact the Groupcasts Department via
email at groupcasts@pli.edu for more details.

PLI’s Nationally Acclaimed
Course Handbooks

All program attendees will receive a copy of the

Course Handbook Reissue and Reexamination Strategies
and Tactics with Concurrent Litigation. This bound volume is
prepared specifically for this program and also stands alone
as a permanent reference. PLI's Course Handbooks
represent the definitive thinking of the nation’s finest legal
minds, and are considered the standard reference in the
field. Please note: Webcast attendees will have access to a
downloadable version of the Handbook one business day
prior to the program.

Bring the best of PLI’s live programs

to your home or office:

Audio CDs and DVDs of this program will be available for
purchase February 2010. See Registration Form for details.

MP3s and CLE Now Web Segments/Programs of this
program will be available February 2, 2010 at www.pli.edu.

There is no easier way to complete your MCLE requirement
than with PLI's CLE Now Web Segments/Programs:
\We've taken PLI's extensive library of previously recorded
programs and made them available online 24/7 via
streaming video and/or audio. These are conveniently
broken down into 1/2 - 3 hour programs so you get only the
information you want. With over 1,500 hours of content to
choose from, you're sure to find a Web Segment that will
meet your needs. As an added bonus, you'll continue to
have access to your Web Segments for one full year and
will be able to download the online Course Materials that
accompany your Web Segment. At more than 60% off the
regular price, there’s never been a faster, easier, more
affordable way to meet your MCLE requirement.

All audio CD/DVD products require prepayment and are
non-refundable, with the exception of defective or
unopened products.



5 Ways to Attend PLI's Programs

* Live Programs — Attend the program with other
attendees and ask the speakers questions from
the floor. Ideal if you want the live experience.

* Live Webcasts — View the live program from
your home or office and watch the streaming video
on your laptop or desktop, ask questions
electronically, view or print the Course Handbook,
and, if you have to miss any of it, you have access
to the archived portion for one year. Ideal if you
can't travel and still want to benefit from
simultaneous live viewing of the program.

 Groupcasts — Bring a PLI program for group
viewing directly to your conference room.
Enjoy the live streaming video and receive the
best legal education from our expert faculty.
All while training more people for less money,
in the privacy of your own office setting.

* CLE Now Web Segments/Programs — PLI
anywhere, anytime you want it right from your PC.

* MP3/Audio CD/DVDs — Watch or listen to PLI's
programs in the comfort of your home or office.

Visit www.pli.edu for more details.

Pro Bono Efforts

Since 1933, PLI has been the comprehensive resource for the training and development needs of legal professionals. PLI is
heavily involved in pro bono and research and development activities to ensure that all practicing attorneys and law students
remain on the cutting edge. These activities include awarding full and partial scholarships to our Institutes and Programs,
assisting public interest organizations in their training needs, and helping law students become first-rate attorneys by
posting free lectures on our web site and offering free MPRE courses. For more information, go online to pro-bono.pli.edu.

PLI Scholarships

Please check the Registration Information section of this brochure for more information about PLI scholarships.

PLI's Guarantee

It's simple. If you're not completely satisfied with the return on your investment from any PLI program, your money will be

refunded in full.

FOUR EASY WAYS TO REGISTER

WEB: PHONE: (800) 260-4PLI
www.pli.edu Monday - Friday, 9 a.m. - 6 p.m.,
Eastern Time

San Francisco Seminar Location: PLI California Center, 685 Market Street,
San Francisco, California 94105. (415) 498-2800.

San Fi Hotel A dati
Due to high de 1 in SF, we 1 reserving hotel rooms as early
as possible.

The Palace Hotel, 2 New Montgomery Street, San Francisco, California 94105.

Call (800) 917-7456 seven days a week from 6:00 a.m. to 12:00 a.m. (PT) and
mention you are attending this PLI program at Practising Law Institute to receive the
preferred rate. For online reservations, go to www.SFPALACE.com and enter

SET No. 287179 to receive the preferred rate.

New York City Seminar Location: PLI New York Center, 810 Seventh Avenue at
53rd Street (21st floor), New York, New York 10019. Message Center, program days
only: (212) 824-5733.

New York City Hotel Accommodations:
Due to high demand and limited ij y in NYC, we 1
reserving hotel rooms as early as possible.

Hilton New York Hotel, 1335 Avenue of the Americas, New York, New York 10019.
Reservations (877) NYC-HILT. Please mention you are booking a room under the
Practising Law Institute Corporate Rate and the Client File N# is 0495741. You may
also book reservations online: go to www.pli.edu for this program, click Hilton link to
see preferred rates. Enter requested dates and Practising Law Institute rates

will appear.

Warwick New York Hotel, 65 West 54th Street, New York, NY 10019. 1 block from
PLI Center. Reservations 800-223-4099 or hotel direct 212-247-2700. Please mention
that you are booking a room under the Practising Law Institute Corporate rate.
Reservations online at www.warwickhotelny.com Click reservations in menu bar on
left. Select desired dates. In “Special Rates’ drop down window select Corporate
Rate. In ‘Rate Code’ enter PLIN. Click search and select desired room type and rate
plan. Or, you may email reservation requests to: res.ny@warwickhotels.com
Chicago Seminar Location: University of Chicago Gleacher Center, 450 N. Cityfront
Plaza Drive, Chicago, lllinois 60611. (312) 464-8787.

Chicago Hotel Accommodations: Sheraton Chicago Hotel & Towers,

301 East North Water Street, Chicago, lllinois 60611. (312) 464-1000. When calling,
mention PLI and the name of the program you are attending. Attendees will have
until 30 days prior to the program to receive the preferred rate.

Payment Policy: Registration fees are due in advance. Attendees may pay by
check, Visa, MasterCard, American Express or Diners Club.

Cancellations: All cancellations received 3 business days prior to the program will
be refunded 100%. If you do not cancel within the allotted time period, payment is
due in full. You may substitute another individual to attend the program.

PLI's Scholarship/Financial Hardship Policy: Full and partial scholarships to
attend PLI programs are available to pro bono attorneys, judges, judicial law clerks,

FAX: (800) 321-0093
Open 24 Hours!

. REGISTRATION/HOTEL INFORMATION

MAIL: Practising Law Institute
810 Seventh Avenue, New York, NY 10019

Fax or mail completed Registration/Order Form on back cover

law professors, attorneys 65 or older, law students, librarians and paralegals who
work for nonprofit organizations, legal services organizations or government agencies,
unemployed attorneys and others with financial hardships. To apply, send your
request on your employer’s letterhead, stating the reason for your interest, along
with the completed registration form on this brochure, to the PLI Scholarship
Committee. All applications must be accompanied by a $25 application fee (this fee
is waived for judicial law clerks), and must be submitted four weeks before the date
of the program you wish to attend. (Applicants may pay by check or credit card.)

If the request for a scholarship is denied, the $25 application fee will be returned.
Students must also submit a copy of their student ID card.

PLI Group Discounts: Groups of 4 or more from the same organization, all
registering at the same time, for a PLI program scheduled for presentation at the
same site, are entitled to receive a group discount. For further information,
please contact membership@pli.edu or call (800) 260-4PLI.

Education Course Credit: States have widely varying regulations regarding
Continuing Education credit, therefore, please contact PLI for more information
concerning approval.

New York State CLE Credit: In accordance with the requirements of the

New York State Continuing Legal Education Board, this non-transitional continuing
legal education program is NOT approved for the newly admitted attorney within the
first two years of admission to the Bar. It has been approved for experienced
attorneys for a maximum of 14.0 credit hours, of which 1.0 credit hour can be
applied toward the ethics requirement and 13.0 credit hours can be applied toward
the professional practice requirement.

California MCLE Credit: PLI is a State Bar of California approved MCLE provider.
This activity has been approved for MCLE credit in the amount of 12.0 credit hours,
of which 1.0 credit hour will apply to legal ethics. PLI will retain the required MCLE
records for this program.

California Paralegals: You can satisfy your new continuing legal education
requirements by attending PLI's nationally acclaimed Institutes and Programs!
Ilinois CLE Credit: PLI is an accredited provider in lllinois.

Special Needs: If you have special needs as addressed by the Americans with
Disabilities Act, please notify Customer Relations at least two weeks prior to

your program.

PLI Bookstores: Current Publications, Training Materials, Audio CD/DVDs and
related products are available for purchase at the PLI New York Center, 810 Seventh
Avenue at 53rd Street (21st floor), New York, NY, and at the PLI California Center,
685 Market Street, San Francisco, CA, Monday to Friday, 10:00 a.m. - 4:00 p.m.
All PLI Publications can also be purchased online at www.pli.edu

Email: info@pli.edu ¢ Visit Us On The Web: www.pli.edu
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